
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/823,525 



04/12/2004 



26646 7590 01/30/2007 

KENYON & KENYON LLP 
ONE BROADWAY 
NEW YORK, NY 10004 



Michel Mathia 



10901/69 



4870 



EXAMINER 



BHAT, ADITYA S 



ART UNIT 



2863 



PAPER NUMBER 



MAIL DATE 



DELIVERY MODE 



01/30/2007 



PAPER 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTOL-90A (Rev. 10/06) 



Advisory Action 
Before the Filing of an Appeal Brief 


Application No. 

10/823,525 


MATHIA ET AL. 


Examiner 

Aditya S. Bhat . 


Art Unit 

2863 





-The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 



THE REPLY FILED 18 December 2006 FAILS TO PLACE THIS APPLICATION IN CONDITION FOR ALLOWANCE. 

1 . The reply was filed after a final rejection, but prior to or on the same day as filing a Notice of Appeal. To avoid abandonment of 
this application, applicant must timely file one of the following replies: (1 ) an amendment, affidavit, or other evidence, which 
places the application in condition for allowance; (2) a Notice of Appeal (with appeal fee) in compliance with 37 CFR 41 .31 ; or (3) 
a Request for Continued Examination (RCE) in compliance with 37 CFR 1.114. The reply must be filed within one of the following 
time periods: 

a) CD The period for reply expires months from the mailing date of the final rejection. 

b) The period for reply expires on: (1 ) the mailing date of this Advisory Action, or (2) the date set forth in the final rejection, whichever is later. In 
no event, however, will the statutory period for reply expire later than SIX MONTHS from the mailing date of the final rejection. 

Examiner Note: If box 1 is checked, check either box (a) or (b). ONLY CHECK BOX (b) WHEN THE FIRST REPLY WAS FILED WITHIN 

TWO MONTHS OF THE FINAL REJECTION. See MPEP 706.07(f). 
Extensions of time may be obtained under 37 CFR 1.136(a). The date on which the petition under 37 CFR 1.136(a) and the appropriate extension fee 
have been filed is the date for purposes of determining the period of extension and the corresponding amount of the fee. The appropriate extension fee 
under 37 CFR 1.17(a) is calculated from: (1) the expiration date of the shortened statutory period for reply originally set in the final Office action; or (2) as 
set forth in (b) above, if checked. Any reply received by the Office later than three months after the mailing date of the final rejection, even if timely filed, 
may reduce any earned patent term adjustment. See 37 CFR 1.704(b). 
NOTICE OF APPEAL 

2. □ The Notice of Appeal was filed on . A brief in compliance with 37 CFR 41 .37 must be filed within two months of the date of 

filing the Notice of Appeal (37 CFR 41 .37(a)), or any extension thereof (37 CFR 41 .37(e)), to avoid dismissal of the appeal. Since 
a Notice of Appeal has been filed, any reply must be filed within the time period set forth in 37 CFR 41.37(a). 
AMENDMENTS 

3. D The proposed amendment(s) filed after a final rejection, but prior to the date of filing a brief, will not be entered because 

(a) D They raise new issues that would require further consideration and/or search (see NOTE below); 

(b) \3 They raise the issue of new matter (see NOTE below); 

(c) □ They are not deemed to place the application in better form for appeal by materially reducing or simplifying the issues for 

appeal; and/or 

(d) D They present additional claims without canceling a corresponding number of finally rejected claims. 

NOTE: .(See 37 CFR 1.1 16 and 41.33(a)). 

4. □ The amendments are not in compliance with 37 CFR 1.121. See attached Notice of Non-Compliant Amendment (PTOL-324). 

5. □ Applicant's reply has overcome the following rejection(s): . 

6. □ Newly proposed or amended claim(s) would be allowable if submitted in a separate, timely filed amendment canceling the 

non-allowable claim(s). 

7. □ For purposes of appeal, the proposed amendment(s): a) □ will not be entered, or b) □ will be entered and an explanation of 

how the new or amended claims would be rejected is provided below or appended. 
The status of the claim(s) is (or will be) as follows: 

Claim(s) allowed: . 

Claim(s) objected to: . 

Claim(s) rejected: . 

Claim(s) withdrawn from consideration: . 

AFFIDAVIT OR OTHER EVIDENCE 

8. □ The affidavit or other evidence filed after a final action, but before or on the date of filing a Notice of Appeal will riot be entered 

because applicant failed to provide a showing of good and sufficient reasons why the affidavit or other evidence is necessary and 
was not earlier presented. See 37 CFR 1 .1 16(e). 

9. □ The affidavit or other evidence filed after the date of filing a Notice of Appeal, but prior to the date of filing a brief, will riot be 

entered because the affidavit or other evidence failed to overcome ail rejections under appeal and/or appellant fails to provide a 
showing a good and sufficient reasons why it is necessary and was not earlier presented. See 37 CFR 41.33(d)(1). 

1 0. □ The affidavit or other evidence is entered. An explanation of the status of the claims after entry is below or attached. 
REQUEST FOR RECONSIDERATION/OTHER 

1 1 . S The request for reconsideration has been considered but does NOT place the application in condition for allowance because: 

See Continuation Sheet. 

12. □ Note the attached Information Disclosure Statement(s). (PTO/SB/08) Paper No(s). 

13. □ Other: . 
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Continuation of 1 1 . does NOT place the application in condition for allowance because: 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new and useful 
improvement thereof, may obtain a patent therefore, subject to the conditions and requirements of this title. 

The claims are directed to a judicial exception; as such, pursuant to the Interim Guidelines on Patent Eligible Subject Matter (MPEP 
2106)), the claims must have either physical transformation and/or a useful, concrete and tangible result. The claims fail to include 
transformation from one physical state to another. Although, the claims appear useful and concrete, there does not appear to be a 
tangible result claimed. Merely determining a transfer function of a target system within the drive system in accordance with the noise 
signals applied to the drive system in the applying step would not appear to be sufficient to constitute a tangible result, since the outcome 
of the determining step has not been used in a disclosed practical application nor made available in such a manner that its usefulness in a 
disclosed practical application can be realized. As such, the subject matter of the claims is not patent eligible. 

The following is the relevant portion of the guidelines (particularly section "b) tangible result" of the judicial exception): 

2. Determine Whether the Claimed Invention is a Practical Application of an Abstract Idea, Law of Nature, or Natural Phenomenon (35 

U.S.C. 101 Judicial Exceptions) 

For claims including such excluded subject matter to be eligible for patent protection, the claim must be for a practical application of the 
abstract idea, law of nature, or natural phenomenon. Diehr, 450 U.S. at 187, 209 USPQ at 8 ("application of a law of nature or 
mathematical formula to a known structure or process may well be deserving of patent protection."); Benson, 409 U.S. at 71 , 175 USPQ at 
676 (rejecting formula claim because it "has no substantial practical application"). 
A claimed invention is directed to a practical application of a 35 U.S.C. 101 judicial exception when it: 

(A) "transforms" an article or physical object to a different state or thing; or 

(B) otherwise produces a useful, concrete and tangible result, .based on the factors discussed below. 

(1) Practical Application by Physical Transformation 

USPTO personnel first shall review the claim and determine if it provides a transformation or reduction of an article to a different state or 
thing. If USPTO personnel find such a transformation or reduction, USPTO personnel shall end the inquiry and find that the claim meets 
the statutory requirement of 35 U.S.C. 101 .If USPTO personnel do not find such a transformation or reduction, they must determine 
whether the claimed invention produces a useful, concrete, and tangible result. 

(2) Practical Application That Produces a Useful, Concrete, and Tangible Result 

For purposes of an eligibility analysis, a physical transformation "is not an invariable requirement, but merely one example of how a 
mathematical algorithm [or law of nature] may bring about a useful application." AT&T, 172 F.3d at 1358-59, 50 USPQ2d at 1452. If 
USPTO personnel determine that the claim does not entail the transformation of an article, then USPTO personnel shall review the claim 
to determine it produces a useful, tangible, and concrete result. In making this determination, the focus is not on whether the steps taken 
to achieve a particular result are useful, tangible, and concrete, but rather on whether the final result achieved by the claimed invention is 
"useful, tangible, and concrete." In other words, the claim must be examined to see if it includes anything more than a 35 U.S.C. 101 
judicial exception. If the claim is directed to a practical application of a 35 U.S.C. 101 judicial exception, USPTO personnel must then 
determine whether the claim preempts the judicial exception. If USPTO personnel do not find such a practical application, then USPTO 
personnel have determined that the claim is nonstatutory. 

In determining whether a claim provides a practical application of a 35 U.S.C. 101 judicial exception that produces a useful, tangible, and 
concrete result, USPTO personnel should consider and weigh the following factors: 

a) "USEFUL RESULT" 

For an invention to be "useful" it must satisfy the utility requirement of section 101 . The USPTO's official interpretation of the utility 
requirement provides that the utility of an invention has to be (i) specific, (ii) substantial and (iii) credible. MPEP § <2100_2107.htm> and 
Fisher, 421 F.3d at 1372, 76 USPQ2d at 1230 (citing the Utility Guidelines with approval for interpretation of "specific" and "substantial"). 
In addition, when the examiner has reason to believe that the claim is not for a practical application that produces a useful result, the claim 
should be rejected, thus requiring the applicant to distinguish the claim from the three 35 U.S.C. 101 judicial exceptions to patentable 
subject matter by specifically reciting in the claim the practical application. In such cases, statements in the specification describing a 
practical application may not be sufficient to satisfy the requirements for section 101 with respect to the claimed invention. Likewise, a 
claim that can be read so broadly as to include statutory and nonstatutory subject matter must be amended to limit the claim to a practical 
application. In other words, if the specification discloses a practical application of a section 101 judicial exception, but the claim is broader 
than the disclosure such that it does not require a practical application, then the claim must be rejected. 

b) "TANGIBLE RESULT" 

The tangible requirement does not necessarily mean that a claim must either be tied to a particular machine or apparatus or must operate 
to change articles or materials to a different state or thing. However, the tangible requirement does require that the claim must recite more 
than a 35 U.S.C. 101 judicial exception, in that the process claim must set forth a practical application of that judicial exception to produce 
a real-world result. Benson, 409 U.S. at 71-72, 175 USPQ at 676-77 (invention ineligible because had "no substantial practical 
application."). "[A]n application of a law of nature or mathematical formula to a ... process may well be deserving of patent protection." 
Diehr, 450 U.S. at 187, 209 USPQ at 8 (emphasis added); see also Corning, 56 U.S. (15 How.) at 268, 14 L.Ed. 683 ("It is for the 
discovery or invention of some practical method or means of producing a beneficial result or effect, that a patent is granted . . ."). In other 
words, the opposite meaning of "tangible" is "abstract." 

c) "CONCRETE RESULT" 

Another consideration is whether the invention produces a "concrete" result. Usually, this question arises when a result cannot be 
assured. In other words, the process must have a result that can be substantially repeatable or the process must substantially produce the 
same result again. In re Swartz, 232 F.3d 862, 864, 56 USPQ2d 1703, 1704 (Fed. Cir. 2000) (where asserted result produced by the 
claimed invention is "irreproducible" claim should be rejected under section 101. The opposite of "concrete" is unrepeatable or 
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unpredictable. Resolving this question is dependent on the level of skill in the art. For example, if the claimed invention is for a process 
which requires a particular skill, to determine whether that process is substantially repeatable will necessarily require a determination of 
the level of skill of the ordinary artisan in that field. An appropriate rejection under 35 U.S.C. 101 should be accompanied by a lack of 
enablement rejection under 35 U.S.C. 112, paragraph 1 , where the invention cannot operate as intended without undue experimentation. 
See infra.. 




